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Claim Objections 

Claim 44 is objected to because of the following informalities: 

Claim 44 is a duplicate of claim 43. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 21-22, 25-26, 38-44 and 48-49 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Smith et al. (US 5,024,670). 

Smith teaches a composite material comprising a rigid backing support, at least 
one outer reinforcement material having an open porous structure having a metallic 
connection to the support and an overiay on the reinforcement containing a polymer 
which is typically a polyethylene (col. 2, In. 10-63). 

Regarding claim 21, Smith teaches the polyethylene may be ultrahigh-molecular 
weight polyethylene (col. 2, In. 40-63). 

Regarding claim 22, Smith teaches the overlay fills the openings in the 
reinforcement (col. 2, In. 15-20). 

Regarding claim 25, Smith teaches the metallic connection may be a sintered 
connection (col. 3, In. 22-33). 
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Regarding claim 26, Smith teaches the support may be formed of titanium (col. 3. 
In. 22-33). 

Regarding claim 38, the claims are drawn to an article, not the method of making. 
Absent a teaching or showing to the contrary, the article of the prior art Smith would 
anticipate the final article claimed by Applicant. 

Regarding claims 39 and 48-49, Smith teaches the overlay of the composite is a 
bearing material (col. 2, In. 10-12). 

Regarding claims 40-44, the overlay of Smith does not contain any 
polytetrafluouroethylene or calcium carbonate and thus anticipates the claims. 

Claims 21 -26, 31 -33, 38-39, 42-44 and 48-49 are rejected under 35 
U.S.C. 102(b) as being anticipated by Adam et al. (US 5,686,176). 

Adam teaches a composite material comprising a steel backing support, at least 
one outer reinforcement material having an open porous structure and a polymer 
overlay (col. 3, In. 8-18). Adam further teaches the overlay may contain polyethylene 
(col. 3, In. 41-59). 

Regarding claim 21, Adam teaches that the overlay may contain a variety of 
materials including polyethylene compounds (col. 1, In. 56-64). 

Regarding claim 22, Adam teaches the overlay fills the openings in the 
reinforcement (Figures 1-2). 

Regarding claims 23-24 and 32-33, Adam teaches the reinforcing material may 
have a thickness of between 50 ^im - 1 mm and preferably between 80 - 300 nm which 
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anticipates the claimed thickness ranges. Regarding claim 32-33, Adam would 
anticipate the claimed ranges of between 0.1-1 .0 and 0.2-1 .0 mm respectively. 

Regarding claim 25, Adam teaches the metallic connection may be a sintered 
connection (col. 2, In. 38-42). 

Regarding claim 26, Adam teaches the support may be formed of steel (col. 3, In. 

8). 

Regarding claim 31, Adam teaches the reinforcement may be bronze (col. 3, In. 

8). 

Regarding claim 38, the claims are drawn to an article, not the method of making: 
however, Adam teaches the overlay may be calandered (col. 2, In. 43-49). 

Regarding claims 39 and 48-49, Smith teaches the composite is a bearing 
material (col. 1, In. 8-12). 

Regarding claims 42-44, the overlay of Adam does not contain any calcium 
carbonate and thus anticipates the claims 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 23-24, 27-28 and 30-33 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Smith et al. (US 5,024,670). 
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Smith teaches what is set forth above however It Is silent to some of the claim 
limitations. 

Regarding claims 23-24, 27-28 and 32-33 Smith is silent to the thicknesses of the 
material layers. However, absent a teaching of the criticality or showing of unexpected 
results, the claimed thicknesses are merely considered design choices which would not 
provide a patentable distinction over the prior art. Eskimo Pie Corp. v. Levous et al., 3 
U.S.P.Q.23. lnreRose105U.S.P.Q.237. In re Dailey 149 U.S.P.Q. 47. 

Regarding claim 30, Smith is silent the outer reinforcement material being a 
metal foam; however. Smith teaches forming a porous sintered layer (col. 3, In. 22-32). 
It would have been obvious to one of ordinary skill in the art to have employed any 
conventionally known porous sintered product for the reinforcement material in Smith 
including a metal foam v\nth a reasonable expectation of success. 

Regarding claim 31, although Smith is silent to the use of the claimed materials 
for the reinforcement material, it would have been obvious to one of ordinary skill in the 
art to have used any known biocompatible material in the composite of Smith including 
iron.and nickel vyith a reasonable expectation of success. Absent a teaching of the 
criticality or showing of unexpected results from using the claimed materials as the 
reinforcement material, it would not provide a patentable distinction over the prior art. 

Claims 29, 34-37, and 45-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Smith et al. (US 5,024,670) in view of Schroeder (US 5,229,198). 
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Smith teaches what is set forth above however it Is silent to the composite 
comprising a metal fabric as the reinforcing material and that the composite comprise 
an intermediate layer between the support and the reinforcement layer. 

Regarding claim 29, Schroeder teaches a composite material comprising a 
backing support, at least one outer reinforcement metal mesh material having an open 
structure having a metallic connection to the support and an overlay on reinforcement 
containing a polymer such as PTFE (col. 2, In. 3-15). Schroeder further teaches that 
the metal mesh reinforcement desirably forms a mechanical locking between the 
reinforcement and the overlay due to the interstices In the wire mesh (col. 2, In. 3-15). 

It would have been obvious to one of ordinary skill in the art to have modified the 
composite of Smith by following the teaching of Schroeder and used a metal mesh as 
the reinforcement material in order to form a composite having the overlay mechanically 
locked to the reinforcing layer thus imparting high strength to the bearing material. 

Regarding claims 45 and 47, the composite thus formed would not contain 
polytetrafluouroethylene or calcium. 

Regarding claim 34 - 37 and 46, Smith is silent to an intermediate layer being 
formed. However, Schroeder teaches that a thin layer of bronze may be formed 
between the mesh and the overlay and/or between the mesh and the backing in order to 
provide an increased surface area and the microscopic voids are able to increase the 
locking of the resin (col. 3, In. 45-50). It would have been obvious to one of ordinary 
skill in the art to have formed a thin layer such as the bronze layer of Schroeder in order 
to increased the locking of the overlay to the composite. 
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Claims 27-28, 30 and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Adam et al. (US 5,686,176). 

Adam teaches what is set forth above however it is silent to some of the claim 
limitations. 

Regarding claims 27-28 Adam is silent to the thicknesses of the material layers. 
However, absent a teaching of the criticality or showing of unexpected results, the 
claimed thicknesses are merely considered design choices which would not provide a 
patentable distinction over the prior art. Eskimo Pie Corp. v. Levous et al., 3 U.S.P.Q. 
23. In re Rose 105 U.S.P.Q. 237. In re Dailey 149 U.S.P.Q. 47. 

Regarding claim 30, Adam is silent the outer reinforcement material being a 
metal foam; however, Adam teaches forming a porous sintered layer (col. 3, In. 8-10). It 
would have been obvious to one of ordinary skill in the art to have employed any 
conventionally known porous sintered product for the reinforcement material in Adam 
including a metal foam with a reasonable expectation of success. 

Regarding claim 40, Adam teaches the overlay contain 10% PTFE as opposed to 
the less than (emphasis added) 10% which is claimed (col. 3, In. 51-59). However, the 
claimed composite, whose compositions are in such close proportions to those in the 
prior art that, prima facie one skilled in the art would have expected them to have the 
same properties, must be considered to have been obvious from known materials, 
Titanium Metals Corporation of America V. Banner, 227 USPQ 773. 
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Claims 29, 34-37, and 45-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Adam et al. (US 6,686,176) in view of Schroeder (US 5,229,198). 

Adam teaclies what is set fortii above however it is silent to the composite 
comprising a metal fabric as the reinforcing material and that the composite comprise 
an intermediate layer between the support and the reinforcement layer. 

Regarding claim 29, Schroeder teaches a composite material comprising a 
backing support, at least one outer reinforcement metal mesh material having an open 
structure having a metallic connection to the support and an overlay on reinforcement 
containing a polymer such as PTFE (col. 2, In. 3-15). Schroeder further teaches that 
the metal mesh reinforcement desirably forms a mechanical locking between the 
reinforcement and the overlay due to the interstices in the wire mesh (col. 2, In. 3-15). 

It would have been obvious to one of ordinary skill In the art to have modified the 
composite of Adam by following the teaching of Schroeder and used a metal mesh as 
the reinforcement material in order to form a composite having the overlay mechanically 
locked to the reinforcing layer thus imparting high strength to the bearing material. 

Regarding claims 45 and 47, one skilled in the art would have expected the 
composite thus formed having a polytetrafluouroethyne content of 10% as opposed to 
the claimed amount of less than 10% to have the same properties, prima facie and must 
be considered to have been obvious from known materials. Titanium Metals Corporation 
of America V. Banner, 227 USPQ 773. The composite thus modified would also still not 
contain any calcium. 



Application/Control Number: 10/531 ,233 Page 9 

Art Unit: 1775 

Regarding claim 34 - 37 and 46, Adam is silent to an intermediate layer being 
formed. However, Schroeder teaches that a thin layer of bronze may be formed 
between the mesh and the overlay and/or between the mesh and the backing in order to 
provide an increased surface area and the microscopic voids are able to increase the 
locking of the resin (col. 3, In. 45-50). It would have been obvious to one of ordinary 
skill in the art to have formed a thin layer such as the bronze layer of Schroeder in order 
to increased the locking of the overlay to the compost. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason L. Savage whose telephone number is 571-272- 
1542. The examiner can normally be reached on M-F 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on 571-272-1535. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Jason Savage 
9-30-05 



